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Pre-Amendment 

1 . Please note that this action reflects the changes included in the pre-amendments filed on 
November 29, 2005 and April 2, 2008. 

Drawings 

2. Figures 1 and 2 should be designated by a legend such as —Prior Art— because only that 
which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 
CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the application. 
The replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 
CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

3. The drawings are objected to because they are unreadable. The shading in the figures is 
too dark to allow the characters to be read and the details of the invention to be understood. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if only one 
figure is being amended. The figure or figure number of an amended drawing should not be 
labeled as "amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must be 
renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
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application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Specification 

4. The abstract of the disclosure is objected to because of the use of legal terminology. In 
the abstract the form and legal phraseology often used in patent claims, such as "means" and 
"said," should be avoided. Correction is required. See MPEP § 608.01(b). 

5. The disclosure is objected to because it contains an embedded hyperlink and/or other 
form of browser-executable code. The XML tags on pages 15-17 of the specification are 
considered "browser-executable code." Applicant is required to delete the embedded hyperlink 
and/or other form of browser-executable code. See MPEP § 608.01. 

Claim Objections 

6. Claim 1 is objected to because it is generally narrative and difficult to understand in its 
present arrangement. To improve readability, place the fiirther limitations on the steps of page 
generation, control element relationship, etc. near the steps they limit and place the steps in 
chronological order. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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8. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Regarding claim 1, the applicant uses the phrase "listening in the triggered action events" 
is indefinite as it is unclear what or who is listening and how the listening takes place. Is the 
listening being done by a human or by a machine? If by a machine, is it an active monitoring, or 
a passive waiting? For the purposes of examination, Examiner has assumed that a machine is 
passively waiting for an action event to trigger. 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

10. Claim 1 is provisionally rejected on the ground of nonstatutory double patenting over 
claims 1-7 of copending Application No. 12/128055. This is a provisional double patenting 
rejection since the conflicting claims have not yet been patented. 
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The subject matter claimed in the instant application is fiilly disclosed in the referenced 
copending application and would be covered by any patent granted on that copending application 
since the referenced copending application and the instant application are claiming common 
subject matter, as follows: An interactive method for multimedia message services comprising 
the steps of: receiving a multimedia message from a server; generating a page displaying or 
playing the multimedia message at a user terminal, wherein one or more control elements are 
embedded into the displayed or played multimedia message and the relationship between said 
control elements is defined; responsive to the operation of one or more of said control elements, 
triggering an action event to automatically generate a response message to request a service from 
the server; sending the response message to the server, wherein the step of generating the page 
for displaying or playing a multimedia message further includes: parsing the received multimedia 
message to obtain the presentation structure of said multimedia message; and generating a data 
model used in the page for displaying or playing said multimedia message based on said 
multimedia message presentation structure; triggering an action event to modify the content of 
said multimedia message; in response to the operation of said control elements, displaying or 
playing said modified content of said multimedia message, wherein said relationship includes at 
least one of a LINK relationship and a CONTAIN relationship; parsing the received multimedia 
message to obtain an action list of related action rules; listening in the triggered action events 
based on said action list, wherein said multimedia message is composed in the language forms of 
XForms, XML, SMIL, XHTML or HTML, and wherein a control element includes one of a 
submit button, a selective button, a radio button, a check box, a text, a text field, a list box, an 
option menu. 
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Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use these features together as the benefits of using the sum of these features is 
greater than or equal to the benefits of using the features independently. 

Furthermore, there is no apparent reason why applicant would be prevented fi-om 
presenting claims corresponding to those of the instant application in the other copending 
application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP 
§ 804. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained iliDUgh the eniion is noi ideiuieally diselosed or described as set forth in 
section 102 of this title, if the ditt'crenees between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sahni et al. US 
2001/0040900 in view of Schwartz et al. US 6,473,609. 

Regarding claim 1, Salmi discloses an interactive method for multimedia message service 
comprising the steps of: receiving a multimedia message from a server (Fig. 4b, "reception of 
message"); generating a page displaying or playing the multimedia message at a user terminal 
(i.e. contents of message are converted to visual information and audible sound, paragraph 
0054), wherein one or more control elements are embedded into the displayed or played 
multimedia message and the relationship between said control elements is defined (i.e. links to 
other pages are embedded in the multimedia page, paragraph 0045); wherein the step of 
generating the page for displaying or playing a multimedia message fiirther includes: parsing the 
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received multimedia message to obtain the presentation structure of said multimedia message 
(i.e. multimedia message is dismantled (parsed) to identify multimedia elements and presentation 
parameters, Salmi paragraph 0052); and generating a data model used in the page for displaying 
or playing said multimedia message based on said multimedia message presentation structure 
(presentation parameters are used to create compatible content, Salmi paragraph 0053-0054); 
parsing the received multimedia message to obtain an action list of related action rules; listening 
in the triggered action events based on said action list (i.e. Salmi describes links to other pages 
(control elements) that are components of the multimedia message. The message will be parsed 
and presented and then the terminal waits for a command to follow a link and change the page, 
paragraph 0055); wherein said multimedia message is composed in the language forms of 
XForms, XML, SMIL, XHTML or HTML (i.e. the multimedia page (message) is in SMIL 
format. Salmi paragraph 0044); but does not disclose: responsive to the operation of one or more 
of said control elements, triggering an action event to automatically generate a response message 
to request a service from the server; and sending the response message to the server; triggering 
an action event to modify the content of said multimedia message; and in response to the 
operation of said control elements, displaying or playing said modified content of said 
multimedia message; wherein said relationship includes at least one of a LINK relationship and a 
CONTAIN relationship; or wherein a control element includes one of a submit button, a 
selective button, a radio button, a check box, a text, a text field, a list box, an option menu. 

However, the preceding limitations are known in the art of communications. Schwartz 
discloses the steps of: receiving a multimedia message from a server (Fig. 9E, item 959, Col. 20, 
lines 32-35); generating a page displaying or playing the multimedia message at a user terminal 
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(e.g. Col. 2, line 66), wherein one or more control elements are embedded into the displayed or 
played multimedia message and the relationship between said control elements is defined; 
responsive to the operation of one or more of said control elements, triggering an action event to 
automatically generate a response message to request a service fi-om the server; sending the 
response message to the server (i.e. an indicator is embedded into the message and mapped to a 
soft key (control element), and when the key is pressed (action event) the mobile device sends a 
request to the server to display the next screen (request a service). Col. 13, lines 26-32); 
triggering an action event to modify the content of said multimedia message; and in response to 
the operation of said control elements, displaying or playing said modified content of said 
multimedia message (i.e. when a key corresponding to a down arrow indicator (control element) 
is pressed (action event) each line of the display is rolled up (modified message content 
displayed in response to operation of control element), Schwartz Col. 13, lines 47-51); wherein 
said relationship includes at least one of a LINK relationship and a CONTAIN relationship (i.e. 
the menu items of Schwartz Fig. 7B and 7D exhibit a LINK relationship as when one menu item 
is displayed, the others are displayed at the same time. See fiirther, Schwartz Col. 13, lines 39- 
40, Col. 17, lines 3-6); wherein a control element includes one of a submit button, a selective 
button, a radio button, a check box, a text, a text field, a list box, an option menu (e.g. 
multimedia message may include an input text field, Schwartz Fig. 7E-7F, Col. 17, lines 16-24). 

Schwartz describes using a compressed form of HTML to reduce the bandwidth needed 
to transmit messages and the processor and memory requirements of the mobile device receiving 
the message (Schwartz, Col. 7, lines 42-46, Col. 9, lines 59-61). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to combine the features of Salmi with 
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Schwartz because the reductions of Schwartz allow for cheaper handsets and more users on a 
network and thus would generate more revenue for cell phone carriers. 

Conclusion 

1 3 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Jackson et al. US 2004/0039789, discloses sending HTML format multimedia 
messages with embedded control elements from a multimedia message service (MMS) server to 
a handset. Teeple et al., US 2002/0120779, discloses using HTTP and markup languages (e.g. 
HTML, XML, etc) to transmit MMS messages to mobile phones. Wenocur et al. US 
2002/0199096, discloses a system and method of receiving multimedia messages, parsing 
method to obtain a presentation model, playing the multimedia message, waiting for a user action 
and generating a response request to a server. Vaananen US 7,369,864 discloses receiving and 
displaying a MMS message and then waiting for a triggering action to display modified content. 
Novak et al., "MMS — Building on the success of SMS", Ericsson Review, Ericsson, Stockholm, 
SE, no. 3, 2001, pages 102-109, discloses using MMS to send synchronized presentations using 
SMIL. Pihkala et al, "Design of a Dynamic SMIL Player", Proceedings 2002 IEEE 
International Conference on Multimedia and Expo, Vol. 2, 26 August 2002, pages 189-192, 
discloses LINK relationships in an SMIL document. Mostafa, "MMS - The Modern Wireless 
Solution for Multimedia Messaging", The 13th IEEE International Symposium on Personal, 
Indoor and Mobile Radio Communications, 2002, Vol. 5, 15-18 September 2002, pages 2466- 
2472, discloses obtaining the presentation structure from SMIL. 



Application/Control Number: 10/558,547 Page 10 

Art Unit: 4172 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bryan Pitt whose telephone number is 571-270-7466. The 
examiner can normally be reached on Monday - Friday 7:30 am - 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Lewis West can be reached on 571-272-7859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/B. P./ 

Examiner, Art Unit 4172 



/Lewis G. West/ 

Supervisory Patent Examiner, Art Unit 4172 



